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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 25 July 2006 . 
2a)^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-17 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) E3 Claim(s) 1-17 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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3) Information Disclosure Statement(s) (PTO/SB/08) 5 ) d Notice of Informal Patent Application 
Paper No(s)/Mail Date 7/25/06 . 6) □ Other: . 
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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

• 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 . Claims 1-17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ward et al. (US 6444091 B1 ). 

Ward et al teach a method of adding an effective amount of coagulating and 
flocculating amount of anionic polymers of 2-acrylamido-2-methyl-l-propanesulfonic 
acid, methacrylic acid and other acrylic monomers (col.7, lines 45-65). Ward discloses 
a method of separating the water from the coagulating and flocculating solids using 
gravity dewatering method and other dewatering devices and techniques (col. 1 , lines 
24-36). Addressing claim 2, Ward discloses a flocculant polymer that can be in solid 
form, as an aqueous solution, as water-in-oil emulsion, or as dispersion in water, (col.7, 
lines 1-10). 

The limitation of claim 5 is met by the disclosure of Ward regarding the use of 
acrylamide and acrylamide monomers (col. 7, lines 10-25). Moreover, the reference 
also shows "representative anionic monomers include acrylic acid, methacrylic acid, 2- 
acrylamido-2-methyl-l-propanesulfonic acid, acrylamidomethylbutanoic acid ... and the 
water-soluble alkali metal, alkaline earth metal, and ammonium salts thereof." (See 
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col.7, lines 45-60). 

Although Ward discloses a process in the papermaking art, one of ordinary skill 
would be motivated to apply Ward's invention for coagulation and flocculation of grain 
stillage solids because the use of such agents were already known and required in this 
field at the time the invention was made and use of specific polymers for the same utility 
whether it is in the art of paper-making or grain stillage would have been obvious 
because a compound and its property are inseparable . In re Papesch, 137 USPQ 43 
(CCPA 1963). Thus, for the above cited reasons claims 1 , 2, 5, 8 and 17 would have 
been obvious to one of ordinary skill to apply the same monomers or polymers as 
taught by Ward and to similar "cellulose^ type processes. Ward is silent as to the 
specific anionic charge of the specified polymers and the specific viscosity of the 
polymer in claims 3,4, 9-12 and 14. It is the examiner's position that because the same 
compound is used (acrylamide or acrylic acid monomers) the claimed anionic charge 
and specific viscosity are encompassed by the compounds for the same reasons above, 
which is, that the properties of a compound are inherent to the compound. 

Claims 6 and 7 further requires cross linking agents. Ward et al teach the 
preparation of cross link agents used with the monomers of acrylamide (see col. 1 1 and 
12, examples 4 and 6). No patentable distinction is seen. Thus it would have obvious to 
one of ordinary skill to use cross links as taught by Ward. 

Addressing claim 13, Ward discloses use of polymer that can be in solid form, as 
an aqueous solution, as water-in-oil emulsion, or as dispersion in water, (col.7, lines 1- 
10). Therefore it would have obvious to one of ordinary skill to use polymers as taught 
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by Ward. 

Claims 15 and 16 require adding the compound to grain stillage, preferably corn. 
Prior art described in the specification at page 1 for instance, states that the need to 
dewater stillage existed in the art and wherever such a need exists, it would have been 
obvious to use techniques that are similar to and were being used in technological arts 
such as in paper-making, with the reasonable expectation that the dewatering aids 
would have been useful here too, to dewater stillage solids, the compounds/polymers 
being the same and since the compounds/polymers would be expected to function in 
the same way since such properties would be inherent to them. 

Response to Arguments 

Applicant's arguments filed 7/25/06 have been fully considered but they are not 
persuasive. 

In order to overcome the 35 USC 103(a) rejection, applicant cites the statute 
applying to 35 USC 103(c) and urges that this be applied to the rejection and not 35 
USC 103(a). Further, applicant states that the employee who invented the reference 
invention belonged to the same company, i.e. Nalco Company as the inventor of the 
present application. Additionally, he states that the corporate name was changed after 
the reference application was filed. In response, it is being brought to applicant's 
attention that MPEP 2146 states as follows: 
2146 [R-3] 35 U.S.C. 103(c) 

35 U.S.C. 103. Conditions of patentability; non-obvious subject matter. 
***** 

**> 
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(c) 

(1) Subject matter developed by another person, which qualifies as prior art only under one or 
more of subsections (e), (f), and (g) of section 102 of this title, shall not preclude patentability 
under this section where the subject matter and the claimed invention were, at the time the 
claimed invention was made, owned by the same person or subject to an obligation of 
assignment to the same person. 

(2) For purposes of this subsection, subject matter developed by another person and a claimed 
invention shall be deemed to have been owned by the same person or subject to an obligation of 
assignment to the same person if — 

(A) the claimed invention was made by or on behalf of parties to a joint research 
agreement that was in effect on or before the date the claimed invention was made; 

(B) the claimed invention was made as a result of activities undertaken within the scope of 
the joint research agreement; and 

(C) the application for patent for the claimed invention discloses or is amended to disclose 
the names of the parties to the joint research agreement. 

(3) For purposes of paragraph (2), the term "joint research agreement" means a written 
contract, grant, or cooperative agreement entered into by two or more persons or entities for the 
performance of experimental, developmental, or research work in the field of the claimed 
inventions 

**>Effective November 29, 1999, subject matter which was prior art under former 
35 U.S.C. 103 via 35 U.S.C. 102(e) was disqualified as prior art against the claimed 
invention if that subject matter and the claimed invention "were, at the time the invention 
was made, owned by the same person or subject to an obligation of assignment to the 
same person." 



35 U.S.C. 103(c), as amended by the CREATE Act, applies only to subject matter 
which qualifies as prior art under 35 U.S.C. 102(e), (f), or (g), and which is being relied 
upon in a rejection under 35 U.S.C. 103. If the rejection is anticipation under 35 U.S.C. 
102(e), (f), or (g), 35 U.S.C. 103(c) cannot be relied upon to disqualify the subject 
matter in order to overcome or prevent the anticipation rejection. Likewise, 35 U.S.C. 
103(c) cannot be relied upon to overcome or prevent a double patenting rejection. See 
37 CFR 1.78(c) and MPEP § 804.< See MPEP § 706.02(1) - § 706.02(1)(3). 

Therefore, 35 (JSC 103© cannot be applied to the rejection made, since the 
reference,which is being relied upon in a rejection under 35 USC 103, does not qualify 
as prior art under 35 USC 102(e), (f) or (g). 



Conclusion 
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The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The long list of references cited by the examiner are all very 
pertinent to the claims,, but in light of the instant rejection are not being applied at this 
time. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to C. SAYALA whose telephone number is 571-272-1405. 

The fax phone number for the organization where this application or proceeding 
is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Primary Examiner 
Group 1700. 



